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Alfred W. Froebrich 
For Appellant 

EXAMINER'S ANSWER 



This is in response to the appeal brief filed March 11, 2010 appealing from the Office action 
mailed July 8, 2009. 

(1) Real Party in Interest 

The examiner has no comment on the statement, or lack of statement, identifying by 
name the real party in interest in the brief. 
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(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial proceedings 
which will directly affect or be directly affected by or have a bearing on the Board's decision in 
the pending appeal. 

(3) Status of Claims 

The following is a list of claims that are rejected and pending in the application: 
1, 2, 4-9, 11-15 and 17-22. 

(4) Status of Amendments After Final 

The examiner has no comment on the appellant's statement of the status of 
amendments after final rejection contained in the brief. 

(5) Summary of Claimed Subject Matter 

The examiner has no comment on the summary of claimed subject matter contained in 
the brief. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The examiner has no comment on the appellant's statement of the grounds of rejection 
to be reviewed on appeal. Every ground of rejection set forth in the Office action from which the 
appeal is taken (as modified by any advisory actions) is being maintained by the examiner 
except for the grounds of rejection (if any) listed under the subheading "WITHDRAWN 
REJECTIONS." New grounds of rejection (if any) are provided under the subheading "NEW 
GROUNDS OF REJECTION." 

(7) Claims Appendix 

The examiner has no comment on the copy of the appealed claims contained in the 
Appendix to the appellant's brief. 
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(8) Evidence Relied Upon 



□387,396 



CHAO 



12-1997 



5,992,658 



BERGER 



11-1999 



4,247,016 



SHAW 



01-1981 



(9) Grounds of Rejection 



The following ground(s) of rejection are applicable to the appealed claims: 



Claim Rejections - 35 USC § 102 



The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 5-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Chao (US 
Des. 387,396). It is again noted that the instant claims are only drawn to a holding device and 
does not include a straw or a bottle. 

Chao discloses in Fig. 5 a straw support portion dimensioned for placement across a 
mouth of a bottle and comprising an aperture designed to receive a straw therethrough and to 
vertically support said straw with respect to said support portion; and a bottle retaining portion 
comprising at least one turn extending around said retaining portion, said at least one turn 
comprising a first turn having an end attached to said straw support portion, and dimensioned to 
extend around an outer surface of the bottle, wherein said at least one turn extends circularly 
about said straw support portion from said first end to a second end, said at least one turn 
having an inner edge with an inner radius and an outer edge with an outer radius wherein said 
inner and outer radii are substantially constant around said at least one turn, said retaining 
portion further comprising a radial connecting portion connected to said inner edge at said first 
end of said first turn and to a radially outer edge of straw support portion and connecting said 
first end of said first turn to said straw support portion, wherein said retaining portion comprises 
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a plurality of turns including a second turn attached to said first turn, said retaining portion 
capable of surrounding a bottle and performing as a bottle retaining portion. 

When located on an appropriately sized bottleneck or with an appropriately sized straw, 
the holder would clearly perform the same functions as that which is claimed. 

Claim Rejections - 35 USC § 103 

Claim 8 rejected under 35 U.S.C. 103(a) as being unpatentable over Chao in view of 
Berger (US 5,992,658). 

Chao is silent regarding the material of the holder. 

Berger discloses a straw holder formed of a plastic or rubber membrane sheet, (col. 3, 
lines 7-10). 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to form the holder of Chao of a plastic sheet as taught by Berger. Doing so would provide 
a holder of strong, thin and flexible material capable of covering a bottle mouth opening, 
supporting a straw, and retaining itself on the bottleneck to allow for drinking from a bottle via a 
straw to prevent contaminants from entering the open bottle mouth. 

Claims 1, 2, 4, 9, 11, 13, 15, 17, and 22 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chao (US Des. 387,396) in view of Shaw (US 4,247,016). It is again 

noted that the instant claims are only drawn to a holding device and does not include a straw or 
a bottle. 

Chao discloses in fig. 5 a holder comprising a centrally located straw support portion 
comprising an aperture defined by a hole and spirally radiating slits and a retaining portion 
comprise at least one turn extending around said retaining portion, said at least one turn 
comprising a first turn having an end attached to said straw support portion, and dimensioned to 
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extend around an outer surface of a bottle, wherein said at least one turn extends spirally 
around said straw support portion, said at least one turn having an inner edge with an inner 
radius and an outer edge with an outer radius wherein said inner and outer radii increase 
substantially continuously around said at least one turn, wherein said retaining portion 
comprises a plurality of turns including a second turn attached to said first turn, said retaining 
portion capable of surrounding a bottle and performing as a bottle retaining portion. Chao is 
silent regarding the material of the holder and the aperture being formed as a slit. 

Shaw discloses a conventional lid, i.e., a lid of thermoformed plastic sheet, having a 
strew support portion in the form of a slit 46 or an aperture 40 (column 4, line 31 ). 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to form the holder of Chao of a plastic sheet and to provide the hole in the form of a slit as 
taught by Shaw. Doing so would provide a holder of strong, thin and flexible material capable of 
covering a bottle mouth opening, supporting a straw, and retaining itself on the bottleneck to 
allow for drinking from a bottle via a straw to prevent contaminants from entering the open bottle 
mouth. 

Claim 12 rejected under 35 U.S.C. 103(a) as being unpatentable over Chao as modified 
by Shaw as applied to claim 1 above, and further in view of Berger (US 5,992,658). 

Chao as modified by Shaw discloses the claimed holder except for adhesive disposed 

about said aperture. 

Berger discloses utilizing an adhesive (16) for surrounding an aperture (20) in a straw 
holder (18). 



Application/Control Number: 10/684,882 Page 6 

Art Unit: 3781 

It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to apply the teaching of adhesive surrounding the straw support portion of the modified 
holder of Chao to provide additional securement of the holder over a bottle mouth. 

Claims 14 and 18-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Cliao (US Des. 387,396) in view of Shaw (US 4,247,016) and Berger (US 5,992,658). It 

is again noted that the instant claims are only drawn to a holding device and does not include a 
straw or a bottle. 

Chao discloses in fig. 5 a holder comprising a centrally located straw support portion 
comprising an aperture defined by a hole and spirally radiating slits and a retaining portion 
comprise at least one turn extending around said retaining portion, said at least one turn 
comprising a first turn having an end attached to said straw support portion, and dimensioned to 
extend around an outer surface of a bottle, wherein said at least one turn extends spirally 
around said straw support portion, said at least one turn having an inner edge with an inner 
radius and an outer edge with an outer radius wherein said inner and outer radii increase 
substantially continuously around said at least one turn, wherein said retaining portion 
comprises a plurality of turns including a second turn attached to said first turn, said retaining 
portion capable of surrounding a bottle and performing as a bottle retaining portion. Chao is 
silent regarding the material of the holder, the aperture being formed as a slit, and adhesive 
surrounding the aperture. 

Shaw discloses a conventional lid, i.e., a lid of thermoformed plastic sheet, having a 
straw support portion in the form of a slit 46 or an aperture 40 (column 4, line 31 ). 

Berger discloses utilizing an adhesive (16) for surrounding an aperture (20) in a straw 
holder (18). 
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It would have been obvious to one of ordinary skill in the art at the time the invention was 
made to form the holder of Chao of a plastic sheet and to provide the hole in the form of a slit as 
taught by Shaw and to provide adhesive surrounding the aperture as taught by Berger. Doing so 
would provide a holder of strong, thin and flexible material capable of covering a bottle mouth 
opening, supporting a straw, and retaining itself on the bottleneck to allow for drinking from a 
bottle via a straw to prevent contaminants from entering the open bottle mouth. 

(10) Response to Argument 

It is again pointed out that the instant claims are drawn only to a straw holder. The 
structure of the holder of Chao anticipates the claimed structure. Thus, it inherently is capable of 
performing the claimed functions as asserted above and again herein below. 

Regarding Appellant's arguments regarding the rejection of Independent Claim 5 under 
35 use §102: 

Appellant argues the holder of Chao does not disclose several features of the claimed 
instant invention as set forth in Claim 5 including "at least one turn having an inner edge with an 
inner radius and an outer edge with an outer radius wherein said inner and outer radii are 
substantially constant around said at least one turn". 

In response to appellant's argument that the references fail to show certain features of 
appellant's invention, it is noted that the features upon which applicant relies (i.e., turn extends 
completely around the holder from a first end to a second end) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 
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Viewing Fig. 3 of tlie instant application and Fig. 2 of Cliao, it can be seen that both have 
at least one turn having an end attached to a straw support portion (located centrally of the 
holder of each) and extends circularly about the straw support portion from said first end to a 
second end. As seen in the annotated figure below, the at least one turn of Chao has inner and 
outer radii that are substantially constant around the at least one turn from the first end to the 
second end of the turn. 




Additionally, appellant argues the spiral sections of the Chao holder "do not necessarily 
have a supporting function" and thus cannot be considered a bottle retaining portion. This is not 
persuasive since the instant claims merely set forth a spiral portion for engaging the outside of a 
bottleneck. To the same degree that which is claimed, the spiral portion of Chao is capable of 
engaging the outside of an appropriately sized bottleneck. The engagement with the outside 
bottleneck provides a bottle retaining portion just as well as the claimed holder. 
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Again, a recitation of ttie intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably distinguish the 
claimed invention from the prior art. If the phor art structure is capable of performing the 
intended use, then it meets the claim. Clearly, the holder of Chao can be used as that which is 
claimed since there is no structural difference between the claimed invention and the holder of 
Chao. 

Regarding Appellant's arguments regarding the rejection of Independent Claims 1 and 
1 1 under 35 USC §1 03 in view of Chao and Shaw: 

In response to applicant's argument that there is no reason to combine the art since 
Shaw is nonanalogous art, it has been held that a prior art reference must either be in the field 
of applicant's endeavor or, if not, then be reasonably pertinent to the particular problem with 
which the applicant was concerned, in order to be relied upon as a basis for rejection of the 
claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). 

In this case, the holder of Shaw could be used as a table decoration by being placed on 
a bottleneck (addressing appellant's second reason for not combining the references). To that 
end, one of ordinary skill in the art at the time the invention was made would turn to other 
teachings in the art to ensure the Chao holder would securely hold an object placed therein by 
altering the centrally located aperture of Chao. The teaching of Shaw that a pair of slits is 
structurally equivalent to a slitted aperture is appropriately applied to the holder of Chao for an 
alternative use of the holder on a bottleneck. 

Independent Claim 11 is not allowable for the same reasons above. 
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Regarding Appellant's arguments regarding the rejection of Independent Claim 14 under 
35 use §103 in view of Chao, Shaw, and Berger: 

Wherein appellant states Chao and Shaw in combination fails to teach the claimed bottle 
retaining portion as previously outlined, the examiner offers no more comments. Instead, one 
can refer to the preceding paragraphs in response thereto. Appellant does argue that the 
adhesive substance of Berger is the only bottle retaining portion. 

As addressed above, the spiral portion of Chao is capable of being retained on an 
outside surface of a bottleneck to the same degree that which is claimed. The teaching of an 
adhesive to additionally secure the holder to a bottleneck rim would have been obvious to one 
of ordinary skill in the art at the time the invention was made in the event a helium-filled item is 
placed within the aperture of the holder of Chao when used as a table decoration. 

(11) Related Proceedlng(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related 
Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 



Respectfully submitted, 
/Robin Hylton/ 

Robin Hylton, Primary Examiner GAU 3781 

Conferees: 

/Anthony Stash ick/ 

Supervisory Patent Examiner, Art Unit 3781 

/Nathan J. Newhouse/ 

Supervisory Patent Examiner, Art Unit 3782 



